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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 76/596,736 
Published in the Official Gazette on May 6, 2008 
Mark:  L'OREAL PARIS 

L’ORÉAL S.A. and L'ORÉAL USA, INC., 
  

 Opposer,   

 v.  Opposition No. 91184456 

ROBERT VICTOR MARCON,  ORAL ARGUMENT REQUESTED 

 Applicant.   

OPPOSER’S NOTICE OF RELIANCE 

(Part 1 continued beginning with Opposer’s Exhibit C-11) 

 
 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 76/596,736 
Published in the Official Gazette on May 6, 2008 
Mark:  L'OREAL PARIS 

L’ORÉAL S.A. and L'ORÉAL USA, INC., 

 Opposer,   

 v.  Opposition No. 91184456 

ROBERT VICTOR MARCON,  ORAL ARGUMENT REQUESTED 

 Applicant.   

EXHIBIT C-11 TO OPPOSER’S NOTICE OF RELIANCE 





UNITED STATES PATENT AND TRADEMARK OFFICE
 
   SERIAL NO : 76/596736
 
   APPLICANT :                         Marcon, Robert Victor
 

 
        

*76596736*
   CORRESPONDENT ADDRESS:

   ROBERT V. MARCON
   3471 SINNICKS AVENUE
   NIAGARA FALLS, ONTARIO
   CANADA L2J 2G6
   

RETURN ADDRESS:  
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 

 
   MARK :         L'OREAL PARIS
 

 

 

   CORRESPONDENT’S REFERENCE/DOCKET NO:  N/A
 
   CORRESPONDENT EMAIL ADDRESS: 

 

Please provide in all correspondence:
 
1. Filing date, serial number, mark and
    applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and
    Law Office number.

4. Your telephone number and e-mail
address.

 

OFFICE ACTION
 
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE . 
 
Serial Number 76/596736
 
The assigned examining attorney has reviewed the referenced application and determined the following:
 
Advisory Regarding Search Results
 
The search results for this application pertain to International Class 5only. A search of the Office records
is DEFERRED in all other classes until applicant responds to the issues raised in this Office action. 
TMEP §§704.02 and 810.01.
 
Refusal Under Section 2(d) – Likelihood of Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d),
because the applicant’s mark, when used on or in connection with the identified goods, so resembles the
mark in U.S. Registration No. 2,200,948 as to be likely to cause confusion, to cause mistake, or to deceive.
 TMEP §§1207.01 et seq. See the enclosed registration.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion. First, the examining attorney must look at the marks themselves for similarities in appearance,



sound, connotation and commercial impression. In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (C.C.P.A. 1973). Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely. In re August Storck KG,218 USPQ 823 (TTAB 1983);In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978). TMEP §§1207.01 et seq. 
 
The applicant has applied to register L’OREAL PARIS (Standard Character Drawing) for “Perfumes and
fragrances; Vitamin, mineral, and herbal supplements, and combinations thereof; Aloe vera drinks;
Shaving balms, lotions, creams, and soaps; Topical skin balms, namely; sunscreens, tanning balms,
lotions, creams, and combinations thereof; Candles, both plain and scented; and Shaving implements.” 
The registered mark is L’OREAL PROFESSIONNEL PARIS (and Design) for a variety of goods,
including “dietary supplements” in International Class 5. 
 
The examining attorney must look at the marks in their entireties under Section 2(d). Nevertheless, one
feature of a mark may be recognized as more significant in creating a commercial impression. Greater
weight is given to that dominant feature in determining whether there is a likelihood of confusion. In re
National Data Corp., 224 USPQ 749 (Fed. Cir. 1985);Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (C.C.P.A. 1976).In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988). TMEP
§1207.01(b)(viii). In this case, the marks contain the same dominant wording, “L’OREAL.” The
applicant’s mark consists of the word “L’OREAL” followed by the geographically descriptive wording
“PARIS.” The literal portion of the registrant’s mark consists of the word “L’OREAL”followed by the
descriptive word “PROFESSIONNEL” and the geographically descriptive word “PARIS,”both of which
have been disclaimed.
 
With respect to a comparison of the applicant’s goods that are properly classified in International Class5
and the registrant’s goods, the goods are identical, in part. Both the applicant and the registrant
manufacture/sell “supplements.” To the extent the Class 5 goods are not identical, they are very highly
related. 
 
The goods/services of the parties need not be identical or directly competitive to find a likelihood of
confusion. They need only be related in some manner, or the conditions surrounding their marketing be
such, that they could be encountered by the same purchasers under circumstances that could give rise to
the mistaken belief that the goods/services come from a common source. In re Martin’s Famous Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984);In re Corning Glass Works, 229 USPQ 65
(TTAB 1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984);Guardian Products Co., Inc. v. Scott Paper
Co., 200 USPQ 738 (TTAB 1978);In re International Telephone & Telegraph Corp., 197 USPQ 910
(TTAB 1978). TMEP §1207.01(a)(i). 
 
Attached are copies of printouts from the USPTO X-Search database which show tenrepresentativethird-
party registrations of marks used in connection with the same or similar goods as those of applicant and
registrant. The printouts have probative value to the extent that they serve to suggest that the goods listed
therein, namely, dietary supplements, and vitamin, mineral, and herbal supplements, are of a kind that may
emanate from a single source. In re Infinity Broadcasting Corp. of Dallas,60 USPQ2d 1214, 1218
(TTAB 2001),citing In re Albert Trostel & Sons Co.,29 USPQ2d 1783, 1785-86 (TTAB 1993); andIn re
Mucky Duck Mustard Co., Inc., 6 USPQ2d 1467, 1470 at n.6 (TTAB 1988).
 



The marks contain the same dominant wording. The goods are identical, in part, and are very highly
related. The similarities among the marks and the goods are so great as to create a likelihood of confusion
among consumers. The examining attorney must resolve any doubt as to the issue of likelihood of
confusion in favor of the registrant and against the applicantwho has a legalduty to select a mark which
is totally dissimilar to trademarks already being used. Burroughs Wellcome Co. v. Warner?Lambert
Co., 203 USPQ 191 (TTAB 1979).
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration.
 
If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities:
 
1.           Advisory Regarding Domestic Representative
 
Applicant may designate a domestic representative upon whom notices or process may be served. 
Trademark Act Section 1(e), 15 U.S.C. §1051(e); 37 C.F.R. §2.24; TMEP §§604, 811 and 1013. If
applicant does not designate a domestic representative, notices or process in proceedings affecting the
mark may be served on the Director of the USPTO. Trademark Act Section 1(e), 15 U.S.C. §1051(e).
 
The examining attorney provides the following example for the applicant's convenience in preparing an
Appointment of Domestic Representative, if he chooses to appoint a domestic representative.
 
 

DESIGNATION OF DOMESTIC REPRESENTATIVE
 
 

_______________________           ________________________
Identify the mark Serial No.

 
 

_______________________           ________________________
Name of applicant Date of signature

 
 

__________________________________________________________________
(Name of domestic representative)

 
 

whose postal address is ________________________________________________
________________________________________________



is hereby designated applicant's representative upon whom notice or process in proceedings
affecting the mark may be served.
 
 

____________________________
(Signature)

 
2.           Identification and Classification of Goods
 
a.           Applicant must clarify the number of classes for which registration is sought. The submitted
filing fees are insufficient to cover all the classes in the application. Specifically, the application identifies
goods that are classified in at least five international classes, however applicant paid the fee for only one
class.
 
Applicant must either: (1) restrict the application to the number of class(es) covered by the fee already
paid, or (2) pay the required fee for each additional class(es). 37 C.F.R. §2.86(a)(2); TMEP §§810.0l,
1401.04, 1401.04(b) and 1403.01. See the Notice below regarding the January 31, 2005 fee changes.
 
b.        The applicant has classified “Perfumes and fragrances . . . Aloe vera drinks; Shaving balms,
lotions, creams, and soaps; Topical skin balms, namely; sunscreens, tanning balms, lotions, creams, and
combinations thereof; Candles, both plain and scented; and Shaving implements” in International Class 5. 
The correct classifications are International Class 3 for the perfumes and fragrances, shaving balms,
lotions, creams, and soaps, and topical skin balms; International Class 4 for the candles; International
Class 8 for the shaving “implements”;and International Class 32 for the “aloe vera drinks.” The applicant
must either delete the foregoing goods or add International Classes 3, 4, 8, and/or 32 to the application. 37
C.F.R. §§2.32(a)(7) and 2.85; TMEP §1401.04(b).
 
c.        If applicant prosecutes this application as a combined, or multiple-class application, then applicant
must comply with each of the following for those goods and/or services based on an intent to use the mark
under Trademark Act Section 1(b) and/or a foreign registration under Trademark Act Section 44(e):
 

(1)  Applicant must list the goods and/or services by international class with the classes listed in
ascending numerical order. TMEP § 1403.01; and

 
(2)  Applicant must submit a filing fee for each international class of goods and/or services not
covered by the fee already paid. 37 C.F.R. §2.86(a)(2); TMEP §§810.01 and 1403.01.

 
d.        For assistance with identifying goods and/or services in trademark applications, please see the
online searchable Manual of Acceptable Identifications of Goods and Servicesat
http://tess2.uspto.gov/netahtml/tidm.html.
 
e.        The applicant may adopt the following identification of goods in International Class 5, if accurate: 
Vitamin, mineral, and herbal supplements; and combinations thereof.
 
f.         Please note that, while an application may be amended to clarify or limit the identification,
additions to the identification are not permitted. 37 C.F.R. §2.71(a); TMEP §1402.06. Therefore, the
applicant may not amend to include any goods that are not within the scope of goods set forth in the



present identification.
 
3.           Significance of Wording in the Mark and Disclaimer
 
Applicant must indicate specifically whether the goods will be manufactured or produced in, or will haveany
other connection with, the geographic location named in the mark. 37 C.F.R. §2.61(b); TMEP §1210.03. I
the primary significance of a mark is to indicate a geographic location which is neither obscure nor remot
and applicant’s goods are manufactured or produced in the location indicated, then the public is likely to
believe that the geographic term identifies the place from which the goods originate. See In re Nantucke
Allserve, Inc., 28 USPQ2d 1144 (TTAB 1993).
 
If “PARIS”is geographically descriptive of the source or origin of the goods, the applicant must disclaim
the word “PARIS” apart from the mark as shown. Trademark Act Section 6, 15 U.S.C. §1056; TMEP
§§1213 and 1213.03(a). 
 
The computerized printing format for theTrademark Official Gazetterequires a standard form fora
disclaimer. TMEP §1213.08(a)(i). A properly worded disclaimer should read as follows:
 

No claim is made to the exclusive right to use PARIS apart from the mark as shown.
 

See In re Owatonna Tool Co., 231 USPQ 493 (Comm’r Pats. 1983).
 
4.           Standard Character Drawing Claim
 
Applicant must submit the following standard character claim: “The mark is presented in standard
characters without claim to any particular font style, size, or color.” 37 C.F.R. §2.52(a).
 
The Trademark Rules pertaining to drawings were amended on November 2, 2003. For applications filed
after November 2, 2003, such as this one, applicantsmust follow the new standard character drawing
rules. Exam Guide 01-03, section I.A.9.
 
5.           Registration Basis
 
The applicant has filed asserting a bona fide intention to use the mark in commerce under Trademark Act
Section 1(b), 15 U.S.C. §1051(b), and claiming priority under Section 44(d), 15 U.S.C. §1126(d), based
on a foreign application. Under these circumstances, the applicant may rely solely on its intent to use the
mark in commerce as the basis for registration and not the expected foreign registration, and still claim the
benefit of the priority filing date. If the applicant chooses to do so, this Office will approve the case for
publication without waiting for the applicant to submit the foreign registration. Of course, the application
must be in condition for publication in all other respects. Moreover, while the application may be
approved for publication, the mark will not be registered until an acceptable allegation of use has been
filed.
 
If the applicant wishes to proceed relying on the applicant’s intent to use the mark in commerce as the sole
basis for registration, with the claim of priority, the applicant should so advise the examining attorney. 
TMEP §§806.02(f) and 806.04(b).
 
If the applicant does not so indicate, this Office will presume that the applicant wishes to rely on the



foreign registration as an additional basis for registration and will expect the applicant to submit a true
copy, a photocopy, a certification, or a certified copy of the foreign registration and, if appropriate, an
English translation. It is customary for the translator to sign the translation. TMEP §§1004.01 and
1004.01(b).
 

RESPONSE GUIDELINES
 
1.        No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request that the
Office enter them. The applicant must sign the response. In addition to the identifying information
required at the beginning of this letter, the applicant should provide a telephone number to speed up
further processing.
 
2.           Applicant may wish to hire a specialist attorney to assist in prosecuting this application because
of the technicalities involved. The Office cannot aid in the selection of a trademark attorney. 37 C.F.R.
§2.11. Applicant may wish to consult the Yellow Pages for a listing of attorneys specializing in trademark
or intellectual property law, or seek guidance from its local Bar Association attorney-referral service.
 
3.        In all correspondence to the Patent and Trademark Office, the applicant should list the name and
law office of the examining attorney, the serial number of this application, the mailing date of this Office
action, and the applicant's telephone number.
 
4.        If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.
 
A prompt response to this Office action will expedite the handling of this matter.
 
 
NOTICE: FEE CHANGE   

 
Effective January 31, 2005 and pursuant to the Consolidated Appropriations Act, 2005, Pub. L. 108-447,
the following are the fees that will be charged for filing a trademark application:
 

(1) $325 per international class if filed electronically using the Trademark Electronic Application
System (TEAS); or 

 
(2)  $375 per international class if filed on paper
 
These fees will be charged not only when a new application is filed, but also when payments are made to
add classes to an existing application. If such payments are submitted with a TEAS response, the fee will
be $325 per class, and if such payments are made with a paper response, the fee will be $375 per class.
 
The new fee requirements will apply to any fees filed on or after January 31, 2005.
 
 
NOTICE: TRADEMARK OPERATION RELOCATION
 



The Trademark Operation has relocated to Alexandria, Virginia. Effective October 4, 2004, all
Trademark-related paper mail (except documents sent to the Assignment Services Division for
recordation, certain documents filed under the Madrid Protocol, and requests for copies of trademark
documents) must be sent to:
 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
 
Applicants, attorneys and other Trademark customers are strongly encouraged to correspond with the
USPTO online via the Trademark Electronic Application System (TEAS), at
http://www.uspto.gov/teas/index.html.
 
 
 

/Barbara A. Gaynor/
Barbara A. Gaynor
Trademark Examining Attorney
Law Office 115
(571) 272-9164
 
 

How to respond to this Office Action:
 
You may respond formally using the Office's Trademark Electronic Application System (TEAS)
Response to Office Action form (visithttp://eteas.uspto.gov/V2.0/oa242/WIZARD.htmand follow the
instructions therein, but you must wait until at least 72 hours after receipt if the office action issued via e-
mail). PLEASE NOTE: Responses to Office Actions on applications filed under the Madrid Protocol
(Section 66(a)) CANNOT currently be filed via TEAS.

 
To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right corner
of each page of your response.
 
To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system athttp://tarr.uspto.gov/
 
For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY.

 







































Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2010-06-08 19:21:49 ET

Serial Number: 76596736 Assignment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)  

Mark

(words only): L'OREAL PARIS

Standard Character claim: Yes

Current Status: An opposition is now pending at the Trademark Trial and Appeal Board.

Date of Status: 2010-01-14

Filing Date: 2004-06-09

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE) 

Register: Principal

Law Office Assigned: LAW OFFICE 115

Attorney Assigned: 
GAYNOR BARBARA ANNE 

Current Location: 845 -TTAB

Date In Location: 2010-02-23

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Marcon, Robert Victor

Address:
Marcon, Robert Victor
3471 Sinnicks Avenue
Niagara Falls, Ontario L2J 2G6
Canada
Legal Entity Type: Individual
Country of Citizenship: Canada
Phone Number: (905) 354-2543

Page 1 of 4Latest Status Info

6/8/2010http://tarr.uspto.gov/tarr?regser=serial&entry=76596736



Fax Number: (905) 354-7693

GOODS AND/OR SERVICES 

International Class: 032
Class Status: Active
Aloe vera drinks
Basis: 1(b)
First Use Date: (DATE NOT AVAILABLE)
First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

Foreign Application Number: 1201383
Country: Canada
Foreign Filing Date: 2003-12-11

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE) 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document 
Retrieval" shown near the top of this page.

2010-01-14 - Reinstatement Granted - TTAB Decision Reversed

2009-11-10 - Abandonment Notice Mailed - After Inter Partes Decision

2009-11-10 - Abandonment - After inter partes decision (Initial exam)

2009-11-10 - Opposition terminated for Proceeding

2009-11-10 - Opposition sustained for Proceeding

2008-06-05 - Opposition instituted for Proceeding

2008-06-04 - Opposition papers filed

2008-05-06 - Published for opposition

2008-04-16 - Notice of publication

2008-03-28 - Law Office Publication Review Completed

2008-03-26 - Assigned To LIE

Page 2 of 4Latest Status Info

6/8/2010http://tarr.uspto.gov/tarr?regser=serial&entry=76596736



2008-03-12 - Approved For Pub - Principal Register

2008-03-06 - Ex parte appeal terminated

2008-03-06 - Ex parte appeal - Refusal reversed

2007-09-27 - Examiner's statement mailed

2007-09-27 - Examiners Statement - Completed

2007-08-03 - Jurisdiction Restored To Examining Attorney

2007-04-19 - Action denying request for reconsideration - mailed - Initial exam

2007-04-19 - Continuation of final refusal mailed

2007-03-28 - Jurisdiction Restored To Examining Attorney

2007-02-01 - Jurisdiction Restored To Examining Attorney

2006-10-27 - Ex parte appeal - Instituted

2006-10-24 - EXPARTE APPEAL RECEIVED AT TTAB

2006-04-17 - Final refusal mailed

2006-04-16 - Final Refusal Written

2006-03-24 - Amendment From Applicant Entered

2006-02-17 - Communication received from applicant

2006-02-17 - PAPER RECEIVED

2005-08-12 - Non-final action mailed

2005-08-12 - Non-Final Action Written

2005-07-22 - Amendment From Applicant Entered

2005-07-14 - Communication received from applicant

2005-07-14 - PAPER RECEIVED

2005-01-18 - Non-final action mailed

2005-01-14 - Non-Final Action Written

2005-01-09 - Assigned To Examiner

2004-06-24 - New Application Entered In Tram

Page 3 of 4Latest Status Info

6/8/2010http://tarr.uspto.gov/tarr?regser=serial&entry=76596736



ATTORNEY/CORRESPONDENT INFORMATION

Correspondent
ROBERT V. MARCON
3471 SINNICKS AVENUE
NIAGARA FALLS, ON L2J 2G CANADA
Phone Number: (905) 354-2543
Fax Number: (905) 354-7693

Page 4 of 4Latest Status Info

6/8/2010http://tarr.uspto.gov/tarr?regser=serial&entry=76596736



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 76/596,736 
Published in the Official Gazette on May 6, 2008 
Mark:  L'OREAL PARIS 

L’ORÉAL S.A. and L'ORÉAL USA, INC., 

 Opposer,   

 v.  Opposition No. 91184456 

ROBERT VICTOR MARCON,  ORAL ARGUMENT REQUESTED 

 Applicant.   

EXHIBIT C-12 TO OPPOSER’S NOTICE OF RELIANCE 





























UNITED STATES PATENT AND TRADEMARK OFFICE
 
   SERIAL NO : 76/596737
 
   APPLICANT :                         Marcon, Robert Victor
 

 
        

*76596737*
   CORRESPONDENT ADDRESS:

   ROBERT V. MARCON
   3471 SINNICKS AVENUE
   NIAGARA FALLS, ONTARIO
   CANADA L2J 2G6
   

RETURN ADDRESS:  
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 

 
   MARK :         BAYER
 

 

 

   CORRESPONDENT’S REFERENCE/DOCKET NO:  N/A
 
   CORRESPONDENT EMAIL ADDRESS: 

 

Please provide in all correspondence:
 
1. Filing date, serial number, mark and
    applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and
    Law Office number.

4. Your telephone number and e-mail
address.

 

OFFICE ACTION
 
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE . 
 
Serial Number 76/596737
 
The assigned examining attorney has reviewed the referenced application and determined the following:
 
Advisory Regarding Search Results
 
The search results for this application pertain to International Classes 3 and 5only. A search of the Office
records isDEFERRED in all other classes until applicant responds to the issues raised in this Office
action. TMEP §§704.02 and 810.01.
 
Refusal Under Section 2(d) – Likelihood of Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d),
because the applicant’s mark, when used on or in connection with the identified goods, so resembles the
marks in U.S. Registration Nos. 0155612; 0155382; 0229153; 2,063,685; 2,065,441; and 2,645,337 (all
owned by the same registrant) as to be likely to cause confusion, to cause mistake, or to deceive. TMEP
§§1207.01et seq. See the enclosed registrations.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of



confusion. First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression. In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (C.C.P.A. 1973). Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely. In re August Storck KG,218 USPQ 823 (TTAB 1983);In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978). TMEP §§1207.01 et seq. 
 
The applicant has applied to register BAYER (Standard Character Drawing) for “Vitamin, mineral, and
herbal supplements, and combinations thereof; Dental products, namely; toothbrushes, toothpaste, dental
floss, floss wands, mouthwash, dental whitening strips and pastes, dental desensitizing strips and pastes,
and aerosol breath fresheners; bandages; Cosmetics; Topical skin balms namely; sunscreens, tanning
balms, lotions, creams, and combinations thereof; and Lozenges and throat sprays.” The registered mark
are all owned by Bayer Aktiengesellschaft and all contain the wording “BAYER.” 
 
In the case of Registration No. 2,065,411, the marks are identical. Both marks are typed/standard
character drawings of the word “BAYER.” In the case of Registration Nos. 0155612; 0155382; 0229153;
and 2,063685, the marks are essentially phonetic equivalents. Similarity in sound alone is sufficient to
find a likelihood of confusion. Molenaar, Inc. v. Happy Toys Inc.,188 USPQ 469 (TTAB 1975);In re
Cresco Mfg. Co., 138 USPQ 401 (TTAB 1963). TMEP §1207.01(b)(iv). 
 
With respect to Registration No. 2,645,337, the marks contain the same dominant wording, “BAYER.” 
The examining attorney must look at the marks in their entireties under Section 2(d). Nevertheless, one
feature of a mark may be recognized as more significant in creating a commercial impression. Greater
weight is given to that dominant feature in determining whether there is a likelihood of confusion. In re
National Data Corp., 224 USPQ 749 (Fed. Cir. 1985);Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (C.C.P.A. 1976).In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988). TMEP
§1207.01(b)(viii). The applicant’s mark consists solely of the word “BAYER.” The literal portion of the
registrant’s mark consists of the word “BAYER” preceded by the descriptive wording “EXTRA
STRENGTH.” When the applicant’s mark is compared to a registered mark, “the points of similarity are
of greater importance than the points of difference.” Esso Standard Oil Co. v. Sun Oil Co., 229 F.2d 37,
108 USPQ 161 (D.C. Cir.), cert. denied, 351 U.S. 973, 109 USPQ 517 (1956). TMEP §1207.01(b). 
 
If the marks of the respective parties are identical, or nearly identical, the relationship between the goods
or services of the respective parties need not be as close to support a finding of likelihood of confusion as
might apply where differences exist between the marks. Amcor, Inc. v. Amcor Industries, Inc., 210 USPQ
70 (TTAB 1981). TMEP §1207.01(a). In this case, however, the goods are identical, in part. Both the
applicant and the registrant manufacture/sell vitamin and mineral supplements (Registration Nos.
2,063,685 and 2,065,441). To the extent the goods are not identical, they are very highly related.
 
The goods/services of the parties need not be identical or directly competitive to find a likelihood of
confusion. They need only be related in some manner, or the conditions surrounding their marketing be
such, that they could be encountered by the same purchasers under circumstances that could give rise to
the mistaken belief that the goods/services come from a common source. In re Martin’s Famous Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984);In re Corning Glass Works, 229 USPQ 65
(TTAB 1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984);Guardian Products Co., Inc. v. Scott Paper
Co., 200 USPQ 738 (TTAB 1978);In re International Telephone & Telegraph Corp., 197 USPQ 910



(TTAB 1978). TMEP §1207.01(a)(i). 
 
Attached are copies of printouts from the USPTO X-Search database, which show tenrepresentative
third-party registrations of marks used in connection with the same or similar goods as those of applicant
and registrant. The printouts have probative value to the extent that they serve to suggest that the goods
listed therein, namely, skin care products and pharmaceuticals, are of a kind that may emanate froma
single source. In re Infinity Broadcasting Corp. of Dallas,60 USPQ2d 1214, 1218 (TTAB 2001),citing
In re Albert Trostel & Sons Co.,29 USPQ2d 1783, 1785-86 (TTAB 1993); andIn re Mucky Duck Mustard
Co., Inc., 6 USPQ2d 1467, 1470 at n.6 (TTAB 1988).
 
Any goods or services in the registrant’s normal fields of expansion must also be considered in order to
determine whether the registrant’s goods or services are related to the applicant’s identified goods or
services for purposes of analysis under Section 2(d). In re General Motors Corp., 196 USPQ 574 (TTAB
1977). The test is whether purchasers would believe the product or service is within the registrant’s
logical zone of expansion. CPG Prods. Corp. v. Perceptual Play, Inc., 221 USPQ 88 (TTAB 1983);
TMEP §1207.01(a)(v). The attached third-party registrations show that skin care products are in the
registrant’s logical zone of expansion.
 
Moreover, the courts and scholarly authorities have long recognized a “doctrine of greater care” in
pharmaceutical cases because of life and death risks to consumers regarding trademarks for drugs. This
doctrine mandates a conservative approach to determining a likelihood of confusion between trademarks
used on pharmaceutical preparations due to the harmful (and potentially lethal) consequences of
mistakenly taking the wrong medication. “For these reasons, it is proper to require a lesser quantum of
proof of confusing similarity for drugs and medicinal preparations.” 3 J. Thomas McCarthy,
MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION, §23:12; (4th ed. 2003);See also
Glenwood Laboratories, Inc., v. American Home Products Corp.,455 F.2d 1384, 173 USPQ 19 (C.C.P.A.
1972);Sterling Drug, Inc., v. Sankyo Co.,139 USPQ 395 (TTAB 1963);American Home Products Corp.
v. USV Pharmaceutical Corp.,190 USPQ 357 (TTAB 1976);Schering Corp. v. Alza Corp.,207 USPQ
504 (TTAB 1980). Thus courts have allowed a lower threshold of proof of confusing similarity for drugs
and medicinal preparations.
 
The marks are identical, phonetic equivalents, or contain the same dominant wording. The goods are
identical, in part, and are highly related. The similarities among the marks and the goods are so great as to
create a likelihood of confusion among consumers. The examining attorney must resolve any doubt as to
the issue of likelihood of confusion in favor of the registrant and against the applicantwho has a legal
duty to select a mark which is totally dissimilar to trademarks already being used. Burroughs
Wellcome Co. v. Warner?Lambert Co., 203 USPQ 191 (TTAB 1979).
 
2.           Refusal Under Section 2(e)(4) – Mark is Primarily Merely a Surname
 
The examining attorney also refuses registration on the Principal Register because the mark is primarily
merely a surname. Trademark Act Section 2(e)(4), 15 U.S.C. §1052(e)(4); TMEP §1211. The examining
attorney must consider the primary significance of the mark to the purchasing public to determine whether
term is primarily merely a surname. In re Kahan & Weisz Jewelry Mfg. Corp., 508 F.2d 831, 184 USPQ421
(C.C.P.A. 1975). Please see the attached evidence from the USFIND File of the LexisNexis® computerized
database, establishing the surname significance of “Bayer.” TMEP §§1211et seq. The evidence show
“Bayer” appearing 5003 times as a surname in a nationwide telephone directory of names.
 



A mark in an application under Trademark Act Section 1(b) is not eligible for registration on the
Supplemental Register until an acceptable amendment to allege use under 37 C.F.R. §2.76 or statement of
use under 37 C.F.R. §2.88 has been filed. 37 C.F.R. §§2.47(d) and 2.75(b); TMEP §1102.03. Whena
Section 1(b) application is amended to the Supplemental Register, the effective filing date of the
application is the date of filing of the allegation of use. 37 C.F.R. §2.75(b); TMEP §§206.01 and 1102.03.
 The applicant is advised, however, that amending the application to seek registration on the
Supplemental Register will not overcome the Section 2(d) refusal discussed in subsection 1 above.
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration.
 
If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities:
 
1.           Advisory Regarding Domestic Representative
 
Applicant may designate a domestic representative upon whom notices or process may be served. 
Trademark Act Section 1(e), 15 U.S.C. §1051(e); 37 C.F.R. §2.24; TMEP §§604, 811 and 1013. If
applicant does not designate a domestic representative, notices or process in proceedings affecting the
mark may be served on the Director of the USPTO. Trademark Act Section 1(e), 15 U.S.C. §1051(e).
 
The examining attorney provides the following example for the applicant's convenience in preparing an
Appointment of Domestic Representative, should he wish to do so.
 
 

DESIGNATION OF DOMESTIC REPRESENTATIVE
 
 

_______________________           ________________________
Identify the mark Serial No.

 
 

_______________________           ________________________
Name of applicant Date of signature

 
 

__________________________________________________________________
(Name of domestic representative)

 
 

whose postal address is ________________________________________________
________________________________________________
is hereby designated applicant's representative upon whom notice or process in proceedings
affecting the mark may be served.
 
 

____________________________



(Signature)
 
2.           Identification and Classification of Goods
 
a.           Applicant must clarify the number of classes for which registration is sought. The submitted
filing fees are insufficient to cover all the classes in the application. Specifically, the application identifies
goods that are classified in at least four international classes; however, applicant paid the fee for only one
class.
 
Applicant must either: (1) restrict the application to the number of class(es) covered by the fee already
paid, or (2) pay the required fee for each additional class(es). 37 C.F.R. §2.86(a)(2); TMEP §§810.0l,
1401.04, 1401.04(b) and 1403.01. See the Notice below regarding the January 31, 2005 fee changes.
 
b.        The applicant has classified Vitamin, mineral, and herbal supplements, and combinations thereof;
toothbrushes, dental floss, floss wands, bandages, lozenges, and throat sprays in International Class 3. 
The correct classification is International Class 5 for the vitamins and minerals, adhesive and surgical
bandages, cough, medicated, and throat lozenges, and medicinal preparations for the mouth and as sprays;
International Class 10 for compression bandages, elastic bandages, and orthopedic support bandages;
International Class 21 for the toothbrushes, dental floss, and dental floss wands; and International Class 30
for non-medicated lozenges. The applicant must either delete the foregoing goods or add International
Classes 5, 10, 21, and/or 30 to the application. 37 C.F.R. §§2.32(a)(7) and 2.85; TMEP §1401.04(b).
 
c.        If applicant prosecutes this application as a combined, or multiple-class application, then applicant
must comply with each of the following for those goods and/or services based on an intent to use the mark
under Trademark Act Section 1(b) and/or a foreign registration under Trademark Act Section 44(e):
 

(1)  Applicant must list the goods and/or services by international class with the classes listed in
ascending numerical order. TMEP § 1403.01; and

 
(2)  Applicant must submit a filing fee for each international class of goods and/or services not
covered by the fee already paid. 37 C.F.R. §2.86(a)(2); TMEP §§810.01 and 1403.01.

 
d.        The wording “mouthwash”in the identification of goods is too broad because it could include items
classified in other classes. While non-medicated mouthwash is classified in International Class 3,
“medicated”mouthwash is classified in International Class 5. The applicant must amend the identification
to list each item by its common commercial name. TMEP §§1401.04(b), 1402.01 and 1402.03.
 
e.        For assistance with identifying goods and/or services in trademark applications, please see the
online searchable Manual of Acceptable Identifications of Goods and Servicesat
http://tess2.uspto.gov/netahtml/tidm.html.
 
f.         The applicant may adopt the following identification of goods in International Class 3, if accurate: 
Dental products, namely, toothpaste, non-medicated mouthwash, dental whitening strips and pastes, dental
desensitizing strips and pastes, and aerosol breath fresheners; Cosmetics; Topical skin balms namely;
sunscreens, tanning balms, lotions, creams, and combinations thereof.
 
g.        Please note that, while an application may be amended to clarify or limit the identification,



additions to the identification are not permitted. 37 C.F.R. §2.71(a); TMEP §1402.06. Therefore, the
applicant may not amend to include any goods that are not within the scope of goods set forth in the
present identification.
 
3.           Standard Character Drawing Claim
 
Applicant must submit the following standard character claim: “The mark is presented in standard
characters without claim to any particular font style, size, or color.” 37 C.F.R. §2.52(a).
 
The Trademark Rules pertaining to drawings were amended on November 2, 2003. For applications filed
after November 2, 2003, such as this one, applicantsmust follow the new standard character drawing
rules. Exam Guide 01-03, section I.A.9.
 
4.           Registration Basis
 
The applicant has filed asserting a bona fide intention to use the mark in commerce under Trademark Act
Section 1(b), 15 U.S.C. §1051(b), and claiming priority under Section 44(d), 15 U.S.C. §1126(d), based
on a foreign application. Under these circumstances, the applicant may rely solely on its intent to use the
mark in commerce as the basis for registration and not the expected foreign registration, and still claim the
benefit of the priority filing date. If the applicant chooses to do so, this Office will approve the case for
publication without waiting for the applicant to submit the foreign registration. Of course, the application
must be in condition for publication in all other respects. Moreover, while the application may be
approved for publication, the mark will not be registered until an acceptable allegation of use has been
filed.
 
If the applicant wishes to proceed relying on the applicant’s intent to use the mark in commerce as the sole
basis for registration, with the claim of priority, the applicant should so advise the examining attorney. 
TMEP §§806.02(f) and 806.04(b).
 
If the applicant does not so indicate, this Office will presume that the applicant wishes to rely on the
foreign registration as an additional basis for registration and will expect the applicant to submit a true
copy, a photocopy, a certification, or a certified copy of the foreign registration and, if appropriate, an
English translation. It is customary for the translator to sign the translation. TMEP §§1004.01 and
1004.01(b).
 



RESPONSE GUIDELINES
 
1.        No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request that the
Office enter them. The applicant must sign the response. In addition to the identifying information
required at the beginning of this letter, the applicant should provide a telephone number to speed up
further processing.
 
2.           Applicant may wish to hire a specialist attorney to assist in prosecuting this application because
of the technicalities involved. The Office cannot aid in the selection of a trademark attorney. 37 C.F.R.
§2.11. Applicant may wish to consult the Yellow Pages for a listing of attorneys specializing in trademark
or intellectual property law, or seek guidance from its local Bar Association attorney-referral service.
 
3.        In all correspondence to the Patent and Trademark Office, the applicant should list the name and
law office of the examining attorney, the serial number of this application, the mailing date of this Office
action, and the applicant's telephone number.
 
4.        If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.
 
A prompt response to this Office action will expedite the handling of this matter.
 
 
NOTICE: FEE CHANGE   

 
Effective January 31, 2005 and pursuant to the Consolidated Appropriations Act, 2005, Pub. L. 108-447,
the following are the fees that will be charged for filing a trademark application:
 

(1) $325 per international class if filed electronically using the Trademark Electronic Application
System (TEAS); or 

 
(2)  $375 per international class if filed on paper
 
These fees will be charged not only when a new application is filed, but also when payments are made to
add classes to an existing application. If such payments are submitted with a TEAS response, the fee will
be $325 per class, and if such payments are made with a paper response, the fee will be $375 per class.
 
The new fee requirements will apply to any fees filed on or after January 31, 2005.
 
 
NOTICE: TRADEMARK OPERATION RELOCATION
 
The Trademark Operation has relocated to Alexandria, Virginia. Effective October 4, 2004, all
Trademark-related paper mail (except documents sent to the Assignment Services Division for
recordation, certain documents filed under the Madrid Protocol, and requests for copies of trademark
documents) must be sent to:
 



Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
 
Applicants, attorneys and other Trademark customers are strongly encouraged to correspond with the
USPTO online via the Trademark Electronic Application System (TEAS), at
http://www.uspto.gov/teas/index.html.
 
 
 

/Barbara A. Gaynor/
Barbara A. Gaynor
Trademark Examining Attorney
Law Office 115
(571) 272-9164
 
 

How to respond to this Office Action:
 
You may respond formally using the Office's Trademark Electronic Application System (TEAS)
Response to Office Action form (visithttp://eteas.uspto.gov/V2.0/oa242/WIZARD.htmand follow the
instructions therein, but you must wait until at least 72 hours after receipt if the office action issued via e-
mail). PLEASE NOTE: Responses to Office Actions on applications filed under the Madrid Protocol
(Section 66(a)) CANNOT currently be filed via TEAS.

 
To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right corner
of each page of your response.
 
To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system athttp://tarr.uspto.gov/
 
For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY.
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MAIL-IT REQUESTED: JANUARY 19, 2005                        10083K

       CLIENT:

      LIBRARY: FINDER

         FILE: USFIND

YOUR SEARCH REQUEST AT THE TIME THIS MAIL-IT WAS REQUESTED:

 LAST-NAME (BAYER)

NUMBER OF DOCUMENTS FOUND WITH YOUR REQUEST THROUGH: 5003

PRINTEDTHE SELECTED DOCUMENT NUMBERS: 1-100

DISPLAY FORMAT: CITE

 

1. BAYER, 4120 TENNYSON ST, WEST UNIVERSITY PLACE, TX 77005-2750, PERSON LOCATOR - USFIND
2. BAYER, 39 CHURCH ST APT 11, PORT JERVIS, NY 12771-2034, PERSON LOCATOR - USFIND
3. BAYER, 1312 BLUESAIL CIR, WESTLAKE VILLAGE, CA 91361-3409, PERSON LOCATOR - USFIND
4. BAYER, 2100 INDIAN RD, WAUKEGAN, IL 60087-4523, PERSON LOCATOR - USFIND
5. BAYER, 2108 INDIAN RD, WAUKEGAN, IL 60087-4523, PERSON LOCATOR - USFIND
6. BAYER, 25002 CRYSTAL CIR, LAKE FOREST, CA 92630-2509, PERSON LOCATOR - USFIND
7. BAYER, A, 166 E 34TH ST APT 5C, NEW YORK, NY 10016-4719, PERSON LOCATOR - USFIND
8. BAYER, A, 740 W 187TH ST APT 4K, NEW YORK, NY 10033-1224, PERSON LOCATOR - USFIND
9. BAYER, A, 333 E 75TH ST, NEW YORK, NY 10021-3049, PERSON LOCATOR - USFIND
10. BAYER, A, 3225 TURTLE CREEK BLVD APT 1243, DALLAS, TX 75219-5482, PERSON LOCATOR - USFIND
11. BAYER, A B, 5403 W WESTBERRY DR, SAN ANTONIO, TX 78228-1855, PERSON LOCATOR - USFIND
12. BAYER, A, 8 ROYAL RD, DANBURY, CT 06811-3242, PERSON LOCATOR - USFIND
13. BAYER, A, 451 W END AVE # 7D, NEW YORK, NY 10024-5329, PERSON LOCATOR - USFIND
14. BAYER, A & M, 2438 MILTON RD, EAST CLEVELAND, OH 44118-4635, PERSON LOCATOR - USFIND
15. BAYER, A, 20 ATHENA DR, LYSANDER, NY 13027-9291, PERSON LOCATOR - USFIND
16. BAYER, A C, 8120 NW 48TH LN, OCALA, FL 34482-2002, PERSON LOCATOR - USFIND
17. BAYER, A, 2707 WOODSTOCK RD, WEST HOLLYWOOD, CA 90046-1118, PERSON LOCATOR - USFIND
18. BAYER, A W, 3411 LA SELVA PL, ROLLING HILLS ESTATES, CA 90274-1057, PERSON LOCATOR - USFIND
19. BAYER, A, 16740 NE 9TH AVE APT 705, ULETA, FL 33162-2527, PERSON LOCATOR - USFIND
20. BAYER, A C, 1913 WOODBINE ST, KINGSPORT, TN 37660-1153, PERSON LOCATOR - USFIND
21. BAYER, A, 5229 N DIVERSEY BLVD, WHITEFISH BAY, WI 53217-5162, PERSON LOCATOR - USFIND
22. BAYER, A & C, 150 PALM VALLEY BLVD APT 4164, SAN JOSE, CA 95123-1075, PERSON LOCATOR - USFIND
23. BAYER, A E, 52 CIRCUIT DR, PROVIDENCE, RI 02905-3715, PERSON LOCATOR - USFIND
24. BAYER, A & J, 1320 S 157TH PLZ, OMAHA, NE 68130-2572, PERSON LOCATOR - USFIND
25. BAYER, A M, 198 RAINBOW TER, EFFORT, PA 18330-9248, PERSON LOCATOR - USFIND
26. BAYER, A, 615 OWENS ST, BLACKSBURG, VA 24060-7222, PERSON LOCATOR - USFIND
27. BAYER, A W, 3835 THORNTON DR, TAFT, OH 45236-3352, PERSON LOCATOR - USFIND
28. BAYER, A, 21964 NUGGET CANYON DR, HAYWARD, CA 94552-4863, PERSON LOCATOR - USFIND
29. BAYER, A M, 198 RAINBOW TER, EFFORT, PA 18330-9248, PERSON LOCATOR - USFIND
30. BAYER, A, 424 SAND CREEK RD, ALBANY, NY 12205-2736, PERSON LOCATOR - USFIND
31. BAYER, A, 5329 S RIDGE DR, CINCINNATI, OH 45224-3194, PERSON LOCATOR - USFIND
32. BAYER, A T, 1251 BROAD ST APT 7, HOKENDAUQUA, PA 18052-4951, PERSON LOCATOR - USFIND
33. BAYER, A, 1150 WASHINGTON BLVD, TRENTON, NJ 08691-3154, PERSON LOCATOR - USFIND
34. BAYER, A, 438 EVANS AVE, WOOD RIVER, IL 62095-1407, PERSON LOCATOR - USFIND
35. BAYER, A J, 2002 W SUNNYSIDE DR APT 2114, PHOENIX, AZ 85029-3585, PERSON LOCATOR - USFIND
36. BAYER, A, 3883 TREEBROOK DR, IMPERIAL, MO 63052-1186, PERSON LOCATOR - USFIND
37. BAYER, A, 1885 CALIFORNIA ST, MOUNTAIN VIEW, CA 94041-1761, PERSON LOCATOR - USFIND
38. BAYER, A, 309 POPLAR ST, ROSLINDALE, MA 02131-3654, PERSON LOCATOR - USFIND
39. BAYER, A M, 31 GARRISON RD, WELLESLEY, MA 02482-2342, PERSON LOCATOR - USFIND
40. BAYER, A M, 31 GARRISON RD, WELLESLEY, MA 02482-2342, PERSON LOCATOR - USFIND
41. BAYER, A, 32 EGGERT AVE, METUCHEN, NJ 08840-2506, PERSON LOCATOR - USFIND
42. BAYER, A, 421 HARRISON ST, SHARON, PA 16146-2415, PERSON LOCATOR - USFIND
43. BAYER, A C, 7441 SE CONCORD PL, HOBE SOUND, FL 33455-5888, PERSON LOCATOR - USFIND
44. BAYER, A, 1905 S 16TH ST, LAS VEGAS, NV 89104-3519, PERSON LOCATOR - USFIND
45. BAYER, A, 1905 S 16TH ST, LAS VEGAS, NV 89104-3519, PERSON LOCATOR - USFIND
46. BAYER, A & M, 47 KNOLL TER, HAZLET, NJ 07730-1341, PERSON LOCATOR - USFIND



47. BAYER, A, 423 GEORGETOWN ST, SHARPSVILLE, PA 16150-1404, PERSON LOCATOR - USFIND
48. BAYER, A & M, 32 EGGERT AVE, METUCHEN, NJ 08840-2506, PERSON LOCATOR - USFIND
49. BAYER, A J, 4324 TILSON LN, HOUSTON, TX 77041-9225, PERSON LOCATOR - USFIND
50. BAYER, A, 1279 FRENCH RD APT 4, DEPEW, NY 14043-4820, PERSON LOCATOR - USFIND
51. BAYER, A A, 6140 PHOENIX CT, WEDGEFIELD, SC 29168-9210, PERSON LOCATOR - USFIND
52. BAYER, A, 1717 MOTT-SMITH DR APT, HONOLULU, HI 96822-2835, PERSON LOCATOR - USFIND
53. BAYER, A & K, 1114 SOTOGRANDE BLVD, EULESS, TX 76040-6042, PERSON LOCATOR - USFIND
54. BAYER, A, 343 SOQUEL AVE, SANTA CRUZ, CA 95062-2305, PERSON LOCATOR - USFIND
55. BAYER, A, 237 BAY ST, BAXLEY, GA 31513-0412, PERSON LOCATOR - USFIND
56. BAYER, A, 511 LESLIE DR, HALLANDALE, FL 33009-2952, PERSON LOCATOR - USFIND
57. BAYER, A, 9811 WESTVIEW DR APT 912, POMPANO BEACH, FL 33076-2540, PERSON LOCATOR - USFIND
58. BAYER, A C, 264 WINDOVER GROVE DR, MEMPHIS, TN 38111-4560, PERSON LOCATOR - USFIND
59. BAYER, A, 5005 GREEN OAKS DR, PLANO, TX 75023-5023, PERSON LOCATOR - USFIND
60. BAYER, A, 2300 W COUNTY ROAD 38 E LOT 259, FORT COLLINS, CO 80526-6466, PERSON LOCATOR - USFIND
61. BAYER, A, 1700 DOMAINE WAY, OAKLEY, CA 94561-3025, PERSON LOCATOR - USFIND
62. BAYER, A, 26092 FLINTLOCK LN, ALISO VIEJO, CA 92653-6328, PERSON LOCATOR - USFIND
63. BAYER, A, 2501 FULTON SQUARE LN APT 1, SACRAMENTO, CA 95821-2375, PERSON LOCATOR - USFIND
64. BAYER, A, 80 SW 8TH AVE APT 105A, DANIA BEACH, FL 33004-3272, PERSON LOCATOR - USFIND
65. BAYER, A, 3946 COUNTY ROAD 207, CALLISBURG, TX 76240-8207, PERSON LOCATOR - USFIND
66. BAYER, A, 26092 FLINTLOCK LN, ALISO VIEJO, CA 92653-6328, PERSON LOCATOR - USFIND
67. BAYER, AARON, 10601 SIX PINES RD APT 2017, THE WOODLANDS, TX 77380-3420, PERSON LOCATOR - USFIND
68. BAYER, AARON, 10601 SIX PINES RD APT 2017, THE WOODLANDS, TX 77380-3420, PERSON LOCATOR - USFIND
69. BAYER, AARON, 3508 QUAIL RUN DR, OKLAHOMA CITY, OK 73160-7722, PERSON LOCATOR - USFIND
70. BAYER, AARON, 2600 NW 63RD ST, OKLAHOMA CITY, OK 73116-4950, PERSON LOCATOR - USFIND
71. BAYER, AARON, 215 MOUNTAIN RD, GLASTONBURY, CT 06033-1512, PERSON LOCATOR - USFIND
72. BAYER, AARON, 38 SUZANNE DR, MONSEY, NY 10952-2734, PERSON LOCATOR - USFIND
73. BAYER, AARON, 16 KORITZ WAY, SPRING VALLEY, NY 10977-7830, PERSON LOCATOR - USFIND
74. BAYER, AARON, 53 WASHINGTON AVE, SPRING VALLEY, NY 10977-1930, PERSON LOCATOR - USFIND
75. BAYER, ABRAHAM J, 156 W 86TH ST APT 8B, NEW YORK, NY 10024-4031, PERSON LOCATOR - USFIND
76. BAYER, ABIGAIL G, 814 E 29TH ST, HOUSTON, TX 77009-1026, PERSON LOCATOR - USFIND
77. BAYER, ADELE A, 6700 W MAPLE RD APT 272, WEST BLOOMFIELD, MI 48322-3009, PERSON LOCATOR - USFIND
78. BAYER, ADOLPH, 306 N ORANGE ST, STURGIS, MI 49091-1338, PERSON LOCATOR - USFIND
79. BAYER, ADELAIDE, 308 N LINDEN ST, NORTH MASSAPEQUA, NY 11758-2575, PERSON LOCATOR - USFIND
80. BAYER, ADA A, 136 GERARD DR, EAST HAMPTON, NY 11937-4704, PERSON LOCATOR - USFIND
81. BAYER, ADAM, 733 W A AVE, KINGMAN, KS 67068-1210, PERSON LOCATOR - USFIND
82. BAYER, ADA H, 3000 FOX MILL RD, OAKTON, VA 22124-1214, PERSON LOCATOR - USFIND
83. BAYER, ADA H, 10864 BURR OAK WAY, SPRINGFIELD, VA 22015-2400, PERSON LOCATOR - USFIND
84. BAYER, ADALBERT, 5313 N NEWCASTLE AVE, NORRIDGE, IL 60656-2019, PERSON LOCATOR - USFIND
85. BAYER, ADOLPH, 1615 MEXICO ST, CASTROVILLE, TX 78009-3809, PERSON LOCATOR - USFIND
86. BAYER, ADAM, 9822 EVANS RD, JACKSONVILLE, FL 32208-1524, PERSON LOCATOR - USFIND
87. BAYER, ADAM, 2119 N 15TH AVE, HOLLYWOOD, FL 33020-2532, PERSON LOCATOR - USFIND
88. BAYER, ADAM, 36068 J W ELLIOTT DR, CALLAHAN, FL 32011-3486, PERSON LOCATOR - USFIND
89. BAYER, ADAM, 2119 N 15TH AVE, HOLLYWOOD, FL 33020-2532, PERSON LOCATOR - USFIND
90. BAYER, AGNES, 330 REVERE AVE, BRONX, NY 10465-3014, PERSON LOCATOR - USFIND
91. BAYER, AGNES, 330 REVERE AVE, BRONX, NY 10465-3014, PERSON LOCATOR - USFIND
92. BAYER, AGNES, 76 N BREWSTER RD, BREWSTER, NY 10509-3955, PERSON LOCATOR - USFIND
93. BAYER, AHARON, 38 LINCOLN AVE, SPRING VALLEY, NY 10977-7831, PERSON LOCATOR - USFIND
94. BAYER, ALEXIS, 1 9TH ST SE, WASHINGTON, DC 20003-1306, PERSON LOCATOR - USFIND
95. BAYER, ALBERT N, 1134 8TH AVE N, NAPLES, FL 34102-8117, PERSON LOCATOR - USFIND
96. BAYER, ALLEN, 320 BISON LN, SAINT CHARLES, KY 42453-9713, PERSON LOCATOR - USFIND
97. BAYER, ALBERT, 30003 FINK AVE, FARMINGTON HILLS, MI 48336-3413, PERSON LOCATOR - USFIND
98. BAYER, ALVINA, 3582 LUCKY LN NW, MILTONA, MN 56354-8311, PERSON LOCATOR - USFIND
99. BAYER, ALBERT J, 3109 BERMUDA DR, KILLEEN, TX 76549-2174, PERSON LOCATOR - USFIND
100. BAYER, AL E, 11231 SAGEHAVEN DR, HOUSTON, TX 77089-4726, PERSON LOCATOR - USFIND

 























































































Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2010-06-08 19:25:16 ET

Serial Number: 76596737 Assignment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)  

Mark

(words only): BAYER

Standard Character claim: No

Current Status: An office action with a suspension inquiry has been mailed.

Date of Status: 2010-05-05

Filing Date: 2004-06-09

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE) 

Register: Supplemental

Law Office Assigned: LAW OFFICE 115

Attorney Assigned: 
GAYNOR BARBARA ANNE 

Current Location: M6X -TMO Law Office 115 - Examining Attorney Assigned

Date In Location: 2010-05-04

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Marcon, Robert Victor

Address:
Marcon, Robert Victor
3471 Sinnicks Avenue
Niagara Falls, Ontario L2J 2G6
Canada
Legal Entity Type: Individual
Country of Citizenship: Canada
Phone Number: (905) 354-2543

Page 1 of 5Latest Status Info

6/8/2010http://tarr.uspto.gov/tarr?regser=serial&entry=76596737



Fax Number: (905) 354-7693

GOODS AND/OR SERVICES 

International Class: 003
Class Status: Active
Non-medicated breath fresheners delivered via aerosol spray; Non-medicated mouthwash and gargle
Basis: 44(d)
First Use Date: (DATE NOT AVAILABLE)
First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

Color(s) Claimed: Color is not claimed as a feature of the mark.

Foreign Application Number: 1,201,366
Country: Canada
Foreign Filing Date: 2003-12-11

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE) 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document 
Retrieval" shown near the top of this page.

2010-05-05 - Inquiry as to suspension mailed

2010-05-04 - Suspension Inquiry Written

2009-11-04 - Letter of suspension mailed

2009-11-04 - Suspension Letter Written

2009-11-03 - Amendment From Applicant Entered

2009-11-03 - Communication received from applicant

2009-11-02 - Assigned To LIE

2009-10-30 - PAPER RECEIVED

2009-05-06 - Letter of suspension mailed

2009-05-05 - Suspension Letter Written
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2009-05-05 - Amendment From Applicant Entered

2009-05-05 - Communication received from applicant

2009-05-04 - PAPER RECEIVED

2008-11-05 - Letter of suspension mailed

2008-11-04 - Suspension Letter Written

2008-11-04 - Amendment From Applicant Entered

2008-11-04 - Communication received from applicant

2008-11-03 - PAPER RECEIVED

2008-05-08 - Letter of suspension mailed

2008-05-07 - Suspension Letter Written

2008-05-07 - Amendment From Applicant Entered

2008-05-07 - Communication received from applicant

2008-05-06 - PAPER RECEIVED

2007-11-05 - Correspondence Mailed

2007-11-02 - PAPER RECEIVED

2007-11-05 - Suspension Inquiry Written

2007-05-04 - Letter of suspension mailed

2007-05-03 - Suspension Letter Written

2007-05-03 - Amendment From Applicant Entered

2007-04-09 - Communication received from applicant

2007-05-03 - Assigned To LIE

2007-04-09 - PAPER RECEIVED

2006-11-09 - Letter of suspension mailed

2006-11-08 - Suspension Letter Written

2006-11-08 - Amendment From Applicant Entered

2006-10-12 - Communication received from applicant
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2006-10-16 - Correspondence Mailed

2006-10-12 - PAPER RECEIVED

2006-10-16 - Inquiry as to suspension mailed

2006-10-14 - Suspension Inquiry Written

2006-04-14 - Letter of suspension mailed

2006-04-13 - Suspension Letter Written

2006-03-24 - Amendment From Applicant Entered

2006-02-17 - Communication received from applicant

2006-02-17 - PAPER RECEIVED

2006-02-15 - Inquiry as to suspension mailed

2006-02-15 - Suspension Inquiry Written

2005-08-15 - Letter of suspension mailed

2005-08-12 - Suspension Letter Written

2005-07-22 - Amendment From Applicant Entered

2005-07-14 - Communication received from applicant

2005-07-14 - PAPER RECEIVED

2005-01-21 - Non-final action mailed

2005-01-19 - Non-Final Action Written

2005-01-09 - Assigned To Examiner

2004-06-24 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent
ROBERT V MARCON
3471 SINNICKS AVE
NIAGARA FALLS ONTARIO
L2J 2G6
CANADA
Phone Number: (905) 354-2543
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Fax Number: (905) 354-7693
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 76/596,736 
Published in the Official Gazette on May 6, 2008 
Mark:  L'OREAL PARIS 

L’ORÉAL S.A. and L'ORÉAL USA, INC., 

 Opposer,   

 v.  Opposition No. 91184456 

ROBERT VICTOR MARCON,  ORAL ARGUMENT REQUESTED 

 Applicant.   

EXHIBIT C-13 TO OPPOSER’S NOTICE OF RELIANCE 































UNITED STATES PATENT AND TRADEMARK OFFICE
 
   SERIAL NO : 76/596738
 
   APPLICANT :                         Marcon, Robert Victor
 

 
        

*76596738*
   CORRESPONDENT ADDRESS:

   ROBERT V. MARCON
   3471 SINNICKS AVENUE
   NIAGARA FALLS, ONTARIO
   CANADA L2J 2G6
   

RETURN ADDRESS:  
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
 

 

 
   MARK :         NESTLÉ
 

 

 

   CORRESPONDENT’S REFERENCE/DOCKET NO:  N/A
 
   CORRESPONDENT EMAIL ADDRESS: 

 

Please provide in all correspondence:
 
1. Filing date, serial number, mark and
    applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and
    Law Office number.

4. Your telephone number and e-mail
address.

 

OFFICE ACTION
 
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE . 
 
Serial Number 76/596738
 
The assigned examining attorney has reviewed the referenced application and determined the following:
 
Refusal Under Section 2(d) – Likelihood of Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d),
because the applicant’s mark, when used on or in connection with the identified goods, so resembles the
marks in U.S. Registration Nos. 0380007; 0629231; 0630563; 0776699; 0766032; 0188089; 1,110,632;
1,105,743; 1,521,476; 1,534,496; 1,622,720; 2,046,519; 2,089,943; 2,081,154; 2,200,148; 2,291,305;
2,121,177; 2,216,671; 2,221,586; 2,468,680; 2,702,800; 2,663,879; 2,170,060; 2,204,415; 2,626,227; and
2,846,922 (all owned by the same registrant) as to be likely to cause confusion, to cause mistake, or to
deceive. TMEP §§1207.01 et seq. See the enclosed registrations.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion. First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression. In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (C.C.P.A. 1973). Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to



origin is likely. In re August Storck KG,218 USPQ 823 (TTAB 1983);In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978). TMEP §§1207.01 et seq. 
 
The applicant has applied to register NESTLE (Standard Character Drawing) for “Vitamin, mineral, and
herbal supplements, and combinations thereof; Over the counter medications, namely; analgesics, sleep
aids and preparations for making the same, cold and flu medications; Beer; Ale; Non-alcoholic malt
beverages; Non-alcoholic coolers and spritzers; Alcoholic coolers and spritzers, namely; malt based, wine
based, and distilled spirit based; Distilled spirits; Liqueurs; Cordials; Edible nuts and legumes, edible oils;
and Cheese.” The twenty-six cited registrations are all owned by Societe des Produits Nestle, S.A., and
they all contain the same dominant wording, either in whole or in part, “NESTLE.”
 
In some cases, such as Registration Nos. 1,534,496; 2,221,586; and 2,846,922, the marks are identical. 
Both the applicant’s mark and the registrant’s marks consist solely of the typed/standard character drawing
of the word “NESTLE.” In other cases, such as Registration Nos. 0380007; 0188089; 1,105,743;
1,521,476; 1,622,720; 2,089,943; 2,081,154; 2,291,305; 2,702,800; and 2,170,060, the applicant’s mark
and literal portion of the registrant’s marks are essentially phonetic equivalents. Similarity in sound alone
is sufficient to find a likelihood of confusion. Molenaar, Inc. v. Happy Toys Inc.,188 USPQ 469 (TTAB
1975);In re Cresco Mfg. Co., 138 USPQ 401 (TTAB 1963). TMEP §1207.01(b)(iv). 
 
With respect to the remaining cited registrations, the examining attorney must look at the marks in their
entireties under Section 2(d). Nevertheless, one feature of a mark may be recognized as more significant
in creating a commercial impression. Greater weight is given to that dominant feature in determining
whether there is a likelihood of confusion. In re National Data Corp., 224 USPQ 749 (Fed. Cir. 1985);
Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976).In re J.M. Originals
Inc., 6 USPQ2d 1393 (TTAB 1988). TMEP §1207.01(b)(viii). In this case, the applicant’s mark and the
registrant’s marks all contain the same dominant wording, “NESTLE.” The applicant’s mark consists
solely of the word “NESTLE.” The registrant’s marks consist of its corporate name “NESTLE”combined
with other matter.
 
Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases appearing in both applicant’s and registrant’s mark. See e.g., Crocker Nat’l Bank v.
Canadian Imperial Bank of Commerce, 228 USPQ 689 (TTAB 1986),aff’d 1 USPQ2d 1813 (Fed. Cir.
1987) (COMMCASH and COMMUNICASH);In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB
1986) (21 CLUB and “21” CLUB (stylized));In re Corning Glass Works, 229 USPQ 65 (TTAB 1985)
(CONFIRM and CONFIRMCELLS);In re Collegian Sportswear Inc., 224 USPQ 174 (TTAB 1984)
(COLLEGIAN OF CALIFORNIA and COLLEGIENNE);In re Pellerin Milnor Corp.,221 USPQ 558
(TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G.,189 USPQ 424 (TTAB 1975)
(LUTEXAL and LUTEX); TMEP §1207.01(b)(i).
 
Until such time as the applicant amends his identification of goods (see subsection 2 below), it would be
fruitless to compare his goods with the goods of the registrant in any great detail. Instead, the examining
attorney will discuss just some of the ways the applicant’s goods are related to the registrant’s goods.
 
In some cases, the goods are identical, in part. The applicant’s identification of goods includes “cheese.” 
Registration No. 0380007 contains “cheese.” Registration No. 2,468,680 contains several cheese products,
namely, cheese soufflé, cheese spreads, cheese dips, and potatoes au gratin. 



 
In most cases, however, the applicant’s and the registrant’s goods are not identical, but related. The
applicant has applied to register his mark in International Class 32. The applicant’s goods that are
properly classified in International Class 32 are “Beer; Ale; Non-alcoholic malt beverages; Non-alcoholic
coolers and spritzers.” (See subsection 2 below). The registrant has several registrations that contain, in
whole or in part, International Class 32. Registration No. 0776699 is NESTLE KEEN (and Design) for
“INSTANT SOFT DRINK MIX.” Registration No. 1,622,720 is NESTLE (and Design) for “fruit juices.” 
Registration No. 2,468,680 is NESTLE MAKES THE VERY BEST (Typed) for “Fruit juices, fruit
nectars, fruit drinks, vegetable juices, sparkling spring water with fruit juice, non-carbonated fruit drinks,
non-carbonated lemonade, tea flavored soft drinks.” Registration No. 2,702,800 is NESTLE (and Design)
for “spring water.” Registration No. 2,846,922 is NESTLE (Typed) for “DRINKING WATERS,
NAMELY, SPRING WATER.”
 
It is well-settled that the goods/services of the parties need not be identical or directly competitive to finda
likelihood of confusion. They need only be related in some manner, or the conditions surrounding their
marketing be such, that they could be encountered by the same purchasers under circumstances that could
give rise to the mistaken belief that the goods/services come from a common source. In re Martin’s
Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984);In re Corning Glass Works
, 229 USPQ 65 (TTAB 1985);In re Rexel Inc., 223 USPQ 830 (TTAB 1984);Guardian Products Co.,
Inc. v. Scott Paper Co., 200 USPQ 738 (TTAB 1978);In re International Telephone & Telegraph Corp.,
197 USPQ 910 (TTAB 1978). TMEP §1207.01(a)(i). 
 
Attached are copies of printouts from the USPTO X-Search database which show tenrepresentativethird-
party registrations of marks used in connection with the same or similar goods as those of applicant and
registrant. The printouts have probative value to the extent that they serve to suggest that the goods listed
therein, namely, beer, ale, non-alcoholic malt beverages, non-alcoholic coolers and spritzers; and fruit
drinks, fruit and vegetable juices, and drinking water, are of a kind that may emanate from a single source.
 In re Infinity Broadcasting Corp. of Dallas,60 USPQ2d 1214, 1218 (TTAB 2001),citing In re Albert
Trostel & Sons Co.,29 USPQ2d 1783, 1785-86 (TTAB 1993); andIn re Mucky Duck Mustard Co., Inc., 6
USPQ2d 1467, 1470 at n.6 (TTAB 1988).
 
Moreover, any goods or services in the registrant’s normal fields of expansion must also be considered in
order to determine whether the registrant’s goods or services are related to the applicant’s identified goods
or services for purposes of analysis under Section 2(d). In re General Motors Corp., 196 USPQ 574
(TTAB 1977). The test is whether purchasers would believe the product or service is within the
registrant’s logical zone of expansion. CPG Prods. Corp. v. Perceptual Play, Inc., 221 USPQ 88 (TTAB
1983); TMEP §1207.01(a)(v).
 
The marks are either identical, phonetic equivalents, or contain the same dominant wording. The goods
are identical or related. The similarities among the marks and the goods are so great as to createa
likelihood of confusion among consumers. The examining attorney must resolve any doubt as to the issue
of likelihood of confusion in favor of the registrant and against the applicantwho has a legalduty to
select a mark which is totally dissimilar to trademarks already being used. Burroughs Wellcome Co.
v. Warner?Lambert Co., 203 USPQ 191 (TTAB 1979).
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration.



 
Prior Pending Applications
 
The examining attorney encloses information regarding pending Application Serial Nos. 76/134133;
76/222932; 76/269360; 78/106749; and 78/187437 (owned by the same registrant cited above). The filing
dates of the referenced applications precede the applicant’s filing date. There may be a likelihood of
confusion between the applicant’s mark and the referenced marks under Trademark Act Section 2(d), 15
U.S.C. §1052(d). If one or more of the referenced applications matures into a registration, the examining
attorney may use the registrations as an additional basis for refusing registration in this case under Section
2(d). 37 C.F.R. §2.83; TMEP §1208.01.
 
If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informalities:
 
1.           Advisory Regarding Domestic Representative
 
Applicant may designate a domestic representative upon whom notices or process may be served. 
Trademark Act Section 1(e), 15 U.S.C. §1051(e); 37 C.F.R. §2.24; TMEP §§604, 811 and 1013. If
applicant does not designate a domestic representative, notices or process in proceedings affecting the
mark may be served on the Director of the USPTO. Trademark Act Section 1(e), 15 U.S.C. §1051(e).
 
The examining attorney provides the following example for the applicant's convenience in preparing an
Appointment of Domestic Representative, should he choose to designate a domestic representative.
 
 

DESIGNATION OF DOMESTIC REPRESENTATIVE
 
 
 

_______________________           ________________________
Identify the mark Serial No.

 
 

_______________________           ________________________
Name of applicant Date of signature

 
 

__________________________________________________________________
(Name of domestic representative)

 
 

whose postal address is ________________________________________________
________________________________________________
is hereby designated applicant's representative upon whom notice or process in proceedings
affecting the mark may be served.
 
 



____________________________
(Signature)

 
2.           Identification and Classification of Goods
 
a.           Applicant must clarify the number of classes for which registration is sought. The submitted
filing fees are insufficient to cover all the classes in the application. Specifically, the application identifies
goods that are classified in at least five international classes; however, applicant paid the fee for only one
class of goods.
 
Applicant must either: (1) restrict the application to the number of class(es) covered by the fee already
paid, or (2) pay the required fee for each additional class(es). 37 C.F.R. §2.86(a)(2); TMEP §§810.0l,
1401.04, 1401.04(b) and 1403.01.
 
b.        The applicant has classified “Vitamin, mineral, and herbal supplements, and combinations thereof;
Over the counter medications, namely; analgesics, sleep aids and preparations for making the same, cold
and flu medications” and “Alcoholic coolers and spritzers, namely; malt based, wine based, and distilled
spirit based; Distilled spirits; Liqueurs; Cordials; Edible nuts and legumes, edible oils; and Cheese” in
International Class 32. The correct classifications are International Class 5 for the “Vitamin, mineral, and
herbal supplements, and combinations thereof; Over the counter medications, namely; analgesics, sleep
aids and preparations for making the same, cold and flu medications”; International Class 33 for the
“Alcoholic coolers and spritzers, namely; malt based, wine based, and distilled spirit based; Distilled
spirits; Liqueurs; Cordials”; International Class 31 for nuts and legumes that are raw, unprocessed, or
fresh; and International Class 29 for “edible oils; and Cheese” and nuts and legumes that are roasted,
shelled, or otherwise processed. The applicant must either delete the foregoing goods or add International
Classes 5, 33, 29, and/or 31 to the application. 37 C.F.R. §§2.32(a)(7) and 2.85; TMEP §1401.04(b).
 
c.        If applicant prosecutes this application as a combined, or multiple-class application, then applicant
must comply with each of the following for those goods and/or services based on an intent to use the mark
under Trademark Act Section 1(b) and/or a foreign registration under Trademark Act Section 44(e):
 

(1)  Applicant must list the goods and/or services by international class with the classes listed in
ascending numerical order. TMEP § 1403.01; and

 
(2)  Applicant must submit a filing fee for each international class of goods and/or services not
covered by the fee already paid. 37 C.F.R. §2.86(a)(2); TMEP §§810.01 and 1403.01.

 
d.        For assistance with identifying goods and/or services in trademark applications, please see the
online searchable Manual of Acceptable Identifications of Goods and Servicesat
http://tess2.uspto.gov/netahtml/tidm.html.
 
e.        The applicant must clarify the identification of goods by indicating the type(s) of non-alcoholic
coolers and spritzers it sells, e.g., malt coolers and spritzers, etc. TMEP §1402.01.
 
f.         The applicant may adopt the following identification of goods in International Class 32, if
accurate: Beer; Ale; Non-alcoholic malt beverages; Non-alcoholic [indicate type(s),e.g., malt] coolers
and spritzers;.



 
g.        Please note that, while an application may be amended to clarify or limit the identification,
additions to the identification are not permitted. 37 C.F.R. §2.71(a); TMEP §1402.06. Therefore, the
applicant may not amend to include any goods that are not within the scope of goods set forth in the
present identification.
 
3.           Standard Character Drawing Claim
 
Applicant must submit the following standard character claim: “The mark is presented in standard
characters without claim to any particular font style, size, or color.” 37 C.F.R. §2.52(a).
 
The Trademark Rules pertaining to drawings were amended on November 2, 2003. For applications filed
after November 2, 2003, such as this one, applicantsmust follow the new standard character drawing
rules. Exam Guide 01-03, section I.A.9.
 
4.           Registration Basis
 
The applicant has filed asserting a bona fide intention to use the mark in commerce under Trademark Act
Section 1(b), 15 U.S.C. §1051(b), and claiming priority under Section 44(d), 15 U.S.C. §1126(d), based
on a foreign application. Under these circumstances, the applicant may rely solely on its intent to use the
mark in commerce as the basis for registration and not the expected foreign registration, and still claim the
benefit of the priority filing date. If the applicant chooses to do so, this Office will approve the case for
publication without waiting for the applicant to submit the foreign registration. Of course, the application
must be in condition for publication in all other respects. Moreover, while the application may be
approved for publication, the mark will not be registered until an acceptable allegation of use has been
filed.
 
If the applicant wishes to proceed relying on the applicant’s intent to use the mark in commerce as the sole
basis for registration, with the claim of priority, the applicant should so advise the examining attorney. 
TMEP §§806.02(f) and 806.04(b).
 
If the applicant does not so indicate, this Office will presume that the applicant wishes to rely on the
foreign registration as an additional basis for registration and will expect the applicant to submit a true
copy, a photocopy, a certification, or a certified copy of the foreign registration and, if appropriate, an
English translation. It is customary for the translator to sign the translation. TMEP §§1004.01 and
1004.01(b).
 



RESPONSE GUIDELINES
 
1.        No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request that the
Office enter them. The applicant must sign the response. In addition to the identifying information
required at the beginning of this letter, the applicant should provide a telephone number to speed up
further processing.
 
2.           Applicant may wish to hire a specialist attorney to assist in prosecuting this application because
of the technicalities involved. The Office cannot aid in the selection of a trademark attorney. 37 C.F.R.
§2.11. Applicant may wish to consult the Yellow Pages for a listing of attorneys specializing in trademark
or intellectual property law, or seek guidance from his local Bar Association attorney-referral service.
 
3.        In all correspondence to the Patent and Trademark Office, the applicant should list the name and
law office of the examining attorney, the serial number of this application, the mailing date of this Office
action, and the applicant's telephone number.
 
4.        If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.
 
A prompt response to this Office action will expedite the handling of this matter.
 
 
NOTICE: TRADEMARK OPERATION RELOCATION
 
The Trademark Operation has relocated to Alexandria, Virginia. Effective October 4, 2004, all
Trademark-related paper mail (except documents sent to the Assignment Services Division for
recordation, certain documents filed under the Madrid Protocol, and requests for copies of trademark
documents) must be sent to:
 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
 
Applicants, attorneys and other Trademark customers are strongly encouraged to correspond with the
USPTO online via the Trademark Electronic Application System (TEAS), at
http://www.uspto.gov/teas/index.html.
 
 
 

/Barbara A. Gaynor/
Barbara A. Gaynor
Trademark Examining Attorney
Law Office 115
(571) 272-9164
 
 



How to respond to this Office Action:
 
You may respond formally using the Office's Trademark Electronic Application System (TEAS)
Response to Office Action form (visithttp://eteas.uspto.gov/V2.0/oa242/WIZARD.htmand follow the
instructions therein, but you must wait until at least 72 hours after receipt if the office action issued via e-
mail). PLEASE NOTE: Responses to Office Actions on applications filed under the Madrid Protocol
(Section 66(a)) CANNOT currently be filed via TEAS.

 
To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right corner
of each page of your response.
 
To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system athttp://tarr.uspto.gov/
 
For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY.

 











































































































































































Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2010-06-08 19:25:46 ET

Serial Number: 76596738 Assignment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)  

Mark

(words only): NESTLÉ

Standard Character claim: Yes

Current Status: Abandoned-Failure To Respond Or Late Response

Date of Status: 2006-09-30

Filing Date: 2004-06-09

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE) 

Register: Supplemental

Law Office Assigned: LAW OFFICE 115

If you are the applicant or applicant's attorney and have questions about this file, please contact 
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: M6X -TMO Law Office 115 - Examining Attorney Assigned

Date In Location: 2006-09-30

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Marcon, Robert Victor

Address:
Marcon, Robert Victor
3471 Sinnicks Avenue
Niagara Falls, Ontario L2J 2G6
Canada
Legal Entity Type: Individual
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Country of Citizenship: Canada
Phone Number: (905) 354-2543
Fax Number: (905) 354-7693

GOODS AND/OR SERVICES 

International Class: 005
Class Status: Active
Over the counter medications, namely, Analgesics; Sleep aids; Cold and flu medications
Basis: 1(b), 44(d)
First Use Date: (DATE NOT AVAILABLE)
First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

Foreign Application Number: 1,201,360
Country: Canada
Foreign Filing Date: 2003-12-11

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE) 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document 
Retrieval" shown near the top of this page.

2006-10-02 - Abandonment Notice Mailed - Failure To Respond

2006-09-30 - Abandonment - Failure To Respond Or Late Response

2006-02-27 - Action denying request for reconsideration - mailed - Initial exam

2006-02-27 - Continuation of final refusal mailed

2006-02-04 - Amendment From Applicant Entered

2005-12-30 - Communication received from applicant

2005-12-30 - PAPER RECEIVED

2005-09-14 - Final refusal mailed

2005-09-13 - Final Refusal Written

2005-08-20 - Amendment From Applicant Entered
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2005-07-14 - Communication received from applicant

2005-07-14 - PAPER RECEIVED

2005-01-12 - Non-final action mailed

2005-01-11 - Non-Final Action Written

2005-01-09 - Assigned To Examiner

2004-06-24 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent
ROBERT V. MARCON
3471 SINNICKS AVENUE
NIAGARA FALLS, ONTARIO
CANADA L2J 2G6
Phone Number: (905) 354-2543
Fax Number: (905) 354-7693
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